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DETAILED ACTION 
Claim Objections 

Claim 1 is objected to because of the following informalities: the word "on" in line 
8 of the claim should be "one". Also, steps e), i), and ii) have periods at the end of the 
step. This is improper form for a claim. See MPEP 608.01 (m). Each claim begins with 
a claim number and ends with a period. Periods may not be used elsewhere in the 
claims except in abbreviations. Appropriate correction is required. 

Claim 2 is objected to because of the following informalities: the claim is missing 
a period at the end of the sentence. Appropriate correction is required. 

Claim 3 is objected to because of the following informalities: the term 
"lignocellulosic" should be "lignocellulosic material". Appropriate correction is required. 

Double Patenting 

A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Oc/cert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

Claims 1-13 are rejected under 35 U.S.C. 101 as claiming the same invention as 

that of claims 1-14 of prior U.S. Patent No. 6,946,057. This is a double patenting 

rejection. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-3 and 6-10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Wallick (US 4,248,662), with or without Bair et al (US 6,294,048). 

With respect to claim 1 , Wallick discloses an alkaline process for the production 
of a pulp from lignocellulosic material (Abstract, lines 1-4) and the recovery of pulping 
chemicals used in said process (col. 3, lines 3-14) comprising the steps of a) providing a 
feed stream of finely divided lignocellulosic material (col. 3, lines 35-39), b) contacting 
lignocellulosic material in a digester with an alkaline liquor, which the Examiner 
construes to be an aqueous buffer solution, comprising a sodium and a boron 
compound, during a period of time and at a temperature sufficient to obtain a stream of 
substantially delignified lignocellulosic material (col. 4, lines 8-32), c) further treating 
said substantially delignified lignocellulosic material to obtain a pulp product (col. 3, 
lines 1-2), d) extracting spent liquor comprising dissolved lignin components and spent 
chemical substances from step b) (col. 4, lines 35-40), e) partly or fully oxidizing spent 
liquor originating from step d) in a recovery boiler or gas generator (col. 5, lines 5-13) 
wherein i) a boron compound in the alkaline buffer solution originates from alkali borates 
in an aqueous liquid (col. 4, lines 25-32 and col. 8, lines 33-36), ii) the solid or liquid ash 
stream comprising sodium and boron compounds provided in step e) is dissolved in an 
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aqueous solution to provide an alkaline buffer solution, whereof at least a portion is 
transferred to step b) or c) without prior subjection to treatment with lime or calcium 
compounds for the generation of hydroxide ions (col. 5, lines 5-13, col. 8, lines 33-36, 
and col. 4, lines 11-59). 

Wallick does not disclose expressly that the sodium and boron compounds 
dissociate to provide metaborate ions, that the oxidized ash stream produces alkali 
metaborate and alkali carbonate when dissolved, what the molar or other concentration 
ratios of the various dissolved compounds, or that carbon dioxide is released upon 
liquor oxidation. 

However, Wallick does disclose that the alkali materials are present at 
concentrations of from 0.01 to 2.0 molar and that the alkali is present in quantities of 
from 20 to 150 % by weight of the initial dry fibrous material (col. 4, lines 25-30), and 
further discloses an alkali liquor pH of between 8.0 and 13.0 (col. 3, lines 48-52). At the 
time of the invention, absent a showing of unexpected results, it would have been 
obvious to a person of ordinary skill in the art to optimize the concentration ratios of the 
various dissolved components to achieve production of a bright pulp with acceptable 
strength levels as well as a spent liquor with a high solids content enabling economical 
recovery (col. 5, line 63 - col. 6, line 2). Furthermore, the wide range claimed indicates 
a lack of criticality. It has been held that discovering the optimum or workable ranges or 
an optimum value of a result effective variable involves only routine skill in the art. See 
MPEP 2144.05 II. The Examiner considers the metaborate and carbonate ions 
resulting from dissolution, and the carbon dioxide resulting from spent liquor oxidizing, 
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to be intrinsic to the nature of the boron compounds used and the carbon present in the 
lignin-containing spent liquor before oxidation. 

If necessary, Bair discloses the use of borates in the recausticization of alkali- 
containing pulping liquors (col. 1, lines 11-15), with sodium to boron molar ratios 
exceeding 3:1 (Abstract), which contains one specific point within the claimed range of 
about 1:1 to about 10:1. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to use molar ratios as described by Bair in the oxygen pulping method of 
Wallick to obtain the invention as specified in claim 1. 

The motivation would have been to achieve high reaction efficiency (Abstract). 

With respect to claims 2 and 3, Wallick discloses that the finely divided 
lignocellulosic material provided in step a) is subjected to a pre-treatment before contact 
with the alkaline buffer solution in step b), wherein the pre-treatment includes a mild 
prehydrolysis step wherein the lignocellulosic is heat treated by the action of steam and 
submerged in a hot aqueous solution (col. 3, lines 35-55). 

With respect to claim 6, Wallick discloses a pulping process without resorting to 
the use of sulfur-containing compounds (col. 1, lines 11-15), which the Examiner 
construes to provide a concentration of sulphides in an aqueous alkaline buffer solution 
is lower than about 5 grams/litre. 

With respect to claim 7, Wallick discloses further treating said substantially 
delignified lignocellulosic material to obtain a pulp product in c) comprises an alkaline 
oxygen delignification stage (col. 2, lines 21-26 and 40-60). 
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With respect to claims 8-10, Wallick discloses that at least a major portion of 
alkaline buffer solution used in step b) and in an oxygen delignification stage is recycled 
from a chemicals recovery system without prior subjection to treatment with lime or 
calcium compounds for the generation of hydroxide, and that the chemicals recovery 
system does not include a limekiln or causticizing plant for regeneration of pulping 
chemicals (col. 3, lines 3-14). 

With respect to claim 13, Wallick is applied as in the rejection to claim 1, above. 

Claims 4-5 and 11-12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Wallick with or without Bair, as applied to claim 1 above, and further in view of 
Stigsson (WO 00/47812). 

With respect to claims 4-5 and 11-12, Wallick and Bair do not disclose expressly 
adding a delignification catalyst. 

With respect to claims 4-5 and 1 1 , Stigsson discloses an alkaline process for the 
production of a pulp from lignocellulosic material and the recovery of pulping chemicals 
used in said process (Abstract) wherein a delignification catalyst is added, selected from 
aromatic organic compounds, ranging from about 0.1% up to 5% on wood, to be 
present during or immediately after prehydrolysis (pg. 14, lines 1-9 and pg. 39, lines 9- 
13), which contains one specific point within the claimed range of from 0.05% to 0.5% 
for claim 11. 

With respect to claim 12, Stigsson discloses that sulfur chemicals in spent liquors 
are recovered as alkali sulfides (pg. 33, lines 19-21). Therefore, the Examiner construes 
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this to mean that the recovered alkaline liquor contains some amount of sulfide 
compounds, which would be present to act as a delignification catalyst. 



The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. US 4,116,759 shows delignification of pulp with alkaline liquor 
which is autocausticized. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anna Kinney whose telephone number is (571) 272- 
8388. The examiner can normally be reached on Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven Griffin can be reached on 571-272-1 189. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Conclusion 



STEVEN P. GRIFFIN 
SUPERVISORY PATENT EXAMINER 
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